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IN THE UNITED STATES COURT  
FOR THE NORTHERN DISTRICT OF ILLINOIS  

EASTERN DIVISION  
 

Hydrox Chemical Company, Inc.  
 
   Plaintiff, 
 
v. 
 
Diversey, Inc. 
 
   Defendant. 
 

 
 
 
 
Case No. 1:13-cv-07024 
 
Hon. Judge Ronald A. Guzman 
 
Hon. Magistrate Judge Susan E. Cox 

 
CORRECTED ANSWER 

 
For its Answer to the Complaint of plaintiff Hydrox Chemical Company, Inc., defendant 

Diversey, Inc. (“Diversey”), by and through its attorneys, makes the following answers, 

statements and allegations.  Except as hereinafter expressly admitted, qualified, or otherwise 

answered, Diversey denies each and every allegation and assertion made in the Complaint. 

Plaintiff’s Introduction  

Plaintiff Hydrox Chemical Company, Inc. is the victim of what amounts to a corporate 

identity theft.  Accordingly, it brings this civil action for trademark infringement under the 

Federal Trademark (Lanham) Act, 15 U.S.C. §1114(1); unfair competition and false designation 

of origin under the Lanham Act, 15 U.S.C. §1125(a); common law trademark infringement; and 

common law unfair competition.  It seeks preliminary and permanent injunctive relief; an 

accounting and award of Defendant’s profits, compensatory, treble, and/or statutory damages; an 

award of costs and attorneys’ fees; and other such further relief as this Honorable Court deems 

appropriate.  

ANSWER: Diversey denies the allegations of the “ Introduction ” to Plaintiff ’s 
Complaint, except states that the Complaint’s request for relief speaks for itself. 
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The Parties 

1. HYDROX CHEMICAL COMPANY, INC. (“Hydrox” or “Plaintiff” ), is an 

Illinois Corporation with its principal place of business in Elgin, Illinois. 

ANSWER: Diversey is without knowledge or information sufficient to form a 
belief as to the truth of the allegations of paragraph 1 of the Complaint. 

 
2. DIVERSEY, INC. (“Diversey” or “Defendant” ) is a Delaware Corporation with 

its principal place of business in Sturtevant, Wisconsin. 

ANSWER: Answering paragraph 2 of the Complaint, Diversey states the 
Diversey is a Delaware corporation with its principal place of business in Elmwood Park, 
New Jersey. 

 
Jurisdiction 

3. This Court has subject matter jurisdiction over Hydrox’s federal claims under 15 

U.S.C. § 1121, 28 U.S.C. §§ 1331 and 1338(a).  The Court has jurisdiction over Hydrox’s state 

law claims under 28 U.S. C. §1332, as there is diversity of citizenship between the parties and 

the amount in controversy exceeds, exclusive of interest and costs, the sum of seventy-five 

thousand dollars ($75,000). 

ANSWER: Answering paragraph 3 of the Complaint, Diversey admits that the 
Court has subject matter jurisdiction over Plaintiff ’s claims, and that there is diversity of 
citizenship between the parties, but states that it is without knowledge or information 
sufficient to form a belief as to the truth of the allegation that the amount in controversy 
exceeds $75,000. 

 
4. This court has personal jurisdiction over Defendant because Defendant does 

business in this district and has imported, distributed, offered for sale, sold and/or shipped 

products to persons within this District, regularly transacts and conducts business within this 

District, and Defendant otherwise has made or established contacts within this District sufficient 

to permit the exercise of personal jurisdiction. 
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ANSWER: Answering paragraph 4 of the Complaint, Diversey admits that the 
court has personal jurisdiction over Diversey.  

 
Background Allegations 

5. Hydrox is one of the nation’s oldest manufacturing companies and the patent 

originator of the hydrogen peroxide solution.  Since its original founding some one hundred 

(100) years ago, Hydrox has expanded its product line under the “Hydrox” name from a single 

one - hydrogen peroxide - to over one hundred (100), including disinfectants, cleaners, 

antiseptics, beauty products and a surgical instrument care line. Today, Hydrox is one of the few 

Minority Owned Business (MBE) certified manufacturers of health and beauty products in the 

United States. 

ANSWER: Diversey is without knowledge or information sufficient to form a 
belief as to the truth of the allegations of paragraph 5 of the Complaint. 

 
6. The Hydrox name is well known in the medical, healthcare and beauty industries. 

Hydrox has received various awards and recognitions for excellence.  As a result of plaintiff’s 

long-term and widespread use of the Hydrox mark in the United States via the Internet, print and 

other coverage, the Hydrox mark enjoys a high degree of consumer recognition.  Hydrox is a 

famous mark. 

ANSWER: Diversey denies the allegations of paragraph 6 of the Complaint, 
except states that Diversey is without knowledge or information sufficient to form a belief 
as to the truth of the allegation that Plaintiff “has received various awards and recognitions 
for excellence.” 

 
7. Hydrox sells its products directly and through distributors, including a major 

distributor located in Mundelein, Illinois (the “Mundelein Distributor”). 

ANSWER: Diversey is without knowledge or information sufficient to form a 
belief as to the truth of the allegations of paragraph 7 of the Complaint. 
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8. Over the past century, Hydrox has continuously used the highly distinctive 

trademark “Hydrox” in the sale of its products.  The Hydrox brand is widely recognized in the 

public as an indicator of Hydrox’s products.  As a result of Hydrox’s extensive use of its name, 

Hydrox has built and owns enormously valuable goodwill. 

ANSWER: Diversey denies the allegations of paragraph 8 of the Complaint.  
 

9. The market for hydrogen peroxide and hydrogen peroxide-based products is 

highly competitive.  Hydrox competes against large, multinational companies for sales of 

products and must maintain a strong brand to compete effectively.  And, with the strength of its 

mark, Hydrox has developed a strong market presence over the years, achieving ever increasing 

sales and market presence. 

ANSWER: Diversey is without knowledge or information sufficient to form a 
belief as to the truth of the allegations of paragraph 9 of the Complaint, except denies that 
HYDROX is a strong mark. 

 
10. Hydrox has developed common law rights in its name, trademarks and logos 

through its extensive use thereof.  Also, Hydrox has owned trademark registration number 

0939378 for Hydrox Optimates Chemicals and the associated logo since 1971: 

 

See Exhibit 1. 

ANSWER: Diversey is without knowledge or information sufficient to form a 
belief as to the truth of the allegations of paragraph 10 of the Complaint. 

 



5 
 

11. Hydrox has applied for federal trademark registration for its mark “Hydrox 

Laboratories,” serial number 85548295: 

HYDROX LABORATORIES  

See Exhibit 2. 

ANSWER: Answering paragraph 11 of the Complaint, Diversey admits on 
information and belief that Plaintiff has applied for federal registration of the mark 
HYDROX LABORATORIES . 

 
12. And for the “Hydrox” logo under serial number 85548268: 

 

See Exhibit 3.  The above trademarks are collectively referred to as the “Hydrox 

Trademark.” 

ANSWER: Answering paragraph 12 of the Complaint, Diversey admits on 
information and belief that Plaintiff has applied for federal registration of the mark: 

 
 

13. All of the foregoing registrations and pending applications are valid, subsisting 

and in full force and effect. 

ANSWER: Diversey is without knowledge or information sufficient to form a 
belief as to the truth of the allegations of paragraph 13 of the Complaint. 

 
14. In or about June 2007, during U.S. Pan Asian American Chamber Of Commerce 

Conference, (USPAACC), James Costa (“Costa”), V.P. Global Procurement for PepsiCo, not a 

party to this action, introduced Hydrox’s President and CEO, Kappana Ramanandan 
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(“Ramanandan”) to Diversey (then, “JohnsonDiversey”) and to some of its employees.  Costa, 

PepsiCo and USP AACC were promoting Minority Business Development. 

ANSWER: Diversey is without knowledge or information sufficient to form a 
belief as to the truth of the allegations of paragraph 14 of the Complaint. 

 
15. Costa and Ramanandan discussed Hydrox developing a hydrogen peroxide-based 

cleaner for washing/ disinfecting Pepsi bottles before filling, to clean/eliminate bacterial 

contamination.  Ramanandan offered a hydrogen peroxide-based cleaner as an alternate to 

bleach, which can be considered hazardous. 

ANSWER: Diversey is without knowledge or information sufficient to form a 
belief as to the truth of the allegations of paragraph 15 of the Complaint. 

 
16. Costa informed Ramanandan that Diversey and TetraPak (a company located in 

Denton, TX) were two of PepsiCo’s biggest suppliers and packer of juices.  Costa suggested to 

Ramanandan that he contact Alex Croy, plant manager of TetraPak to discuss use of a peroxide-

based cleaner for PepsiCo.  Several discussions followed. 

ANSWER: Diversey is without knowledge or information sufficient to form a 
belief as to the truth of the allegations of paragraph 16 of the Complaint. 

 
17. In or about June, 2007, a representative of Diversey contacted Mr. Ramanandan 

and inquired into various Hydrox hydrogen peroxide products.  Ramanandan promised that he 

would send Diversey information about Hydrox including its capabilities and its products. 

ANSWER: Diversey is without knowledge or information sufficient to form a 
belief as to the truth of the allegations of paragraph 17 of the Complaint. 

 
18. In or about early July, 2007, Hydrox’s Chief Operating Officer John Polydoros 

(“Polydoros”) sent the promised information to Defendant’s Doug Robertson (“Robertson”), 

which included information about Hydrox and its products, as well as an overview of Hydrox’s 

capabilities.  See Exhibit 4. 
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ANSWER: Diversey is without knowledge or information sufficient to form a 
belief as to the truth of the allegations of paragraph 18 of the Complaint. 
 

19. Diversey, however, did not order any product from Hydrox.  Rather, it now 

appears that Diversey designed to misappropriate the Hydrox name. 

ANSWER: Diversey admits that allegations of the first sentence of paragraph 19 
of the Complaint on information and belief.  Diversey denies the allegations of the second 
sentence of paragraph 19 of the Complaint.  

 
20. Over a year later, on or about September 10, 2008, Diversey obtained ownership 

through an assignment per the Canadian Patent and Trademark office, of the a Canadian 

trademark of the name “Hydrox.”   The assignment was registered on November 19, 2008, mmc 

pro tunc to October 30, 2007. See Exhibit 5. 

ANSWER: Answering paragraph 20 of the Complaint, Diversey states that, by a 
Worldwide Trademark Assignment from Virox Technologies Inc., effective October 30, 
2007 and signed September 15, 2008, Diversey obtained ownership of, among other things, 
United States and Canadian registrations of the trademark HYDROX.  Further, Diversey 
admits that the assignment of the Canadian registration was recorded with the Canadian 
Intellectual Property Office on November 19, 2008. 

 
21. On October 2, 2009, Defendant also applied for trademark protection of the Word 

Mark for “Hydrox” with the United States Patent and Trademark Office (PTO).  See Exhibit 6. 

ANSWER: Answering paragraph 21 of the Complaint, Diversey admits that it did 
on October 2, 2009, file an application for the mark HYDROX with the United States 
Patent and Trademark Office, but denies that that October 2, 2009, application is the 
application referenced in Exhibit 6 to the Complaint. 
 

22. On December 11, 2010, the PTO declared that application to have been 

“abandoned.”  The PTO now considers that application “dead.”  Id. 

ANSWER: Answering paragraph 22 of the Complaint, Diversey admits that the 
application it filed on October 2, 2009, was deemed abandoned by the United States Patent 
and Trademark Office as of December 11, 2010, but denies that that October 2, 2009, 
application is the application referenced in Exhibit 6 to the Complaint.  
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23. Several months later, in or about May, 2011, a representative of Diversey 

telephoned Ramanandan.  In that conversation, the representative, an individual believed to be 

John Rote (“Rote”), inquired as to whether the Hydrox Company was for sale.  Ramanandan 

replied that it was not.  Rote then offered Ramanandan $10,000 for a license to use the Hydrox 

Trademark indefinitely on one or more of Defendant’s products.  Ramanandan refused to license 

the Hydrox Trademark to Defendant. 

ANSWER: Diversey denies the allegations of paragraph 23 of the Complaint, but 
states that Diversey’s John Rau did in or about April 2011, discuss with Plaintiff’s Ram 
Ramanandan the possibility of Diversey paying $10,000 to Plaintiff for a license to the 
HYDROX mark, and that Plaintiff was not interested in granting a license. 
 

24. In or about June, 2013, Hydrox discovered that Diversey is selling a cleaner it 

calls “HYDROX General Purpose cleaner with Hydrogen Peroxide” in the United States 

including in the Northern District of Illinois, through the Mundelein Distributor.  See Exhibits 7 

and 8 respectively. 
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ANSWER: Diversey denies the allegations of paragraph 24 of the Complaint. 
 

25. Hydrox has not consented to, sponsored, endorsed, or approved of Defendant’s 

use of the Hydrox Trademark or any variations thereof in connection with the manufacture, 

marketing, or sale of any of Defendant’s products or services. 

ANSWER: Answering paragraph 25 of the Complaint, Diversey admits that 
Plaintiff has not given any express consent for Diversey to use the mark HYDROX. 

 
26. Given the history as set forth above, it is clear that Defendant’s actions are willful 

and reflect an intent to confuse consumers and/or profit from the goodwill and consumer 

recognition associated with Plaintiff’s mark. 

ANSWER: Diversey denies the allegations of paragraph 26 of the Complaint. 
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27. As of the date of this Complaint, Defendant continues to use the Hydrox 

Trademark without authorization, and continues to promote, distribute, offer for sale, and sell 

products bearing the Hydrox Trademark and consequently, continues to engage in trademark 

infringement and unfair competition. 

ANSWER: Diversey denies the allegations of paragraph 27 of the Complaint. 
 

28. Defendant’s misappropriation of the Hydrox Trademark is likely to create 

confusion as to the source of the product(s) bearing the Hydrox Trademark.  Hydrox and 

Diversey compete in the same market and/or consumers are likely to believe that Hydrox is 

expanding into the market of Diversey’s infringing product.  Indeed, Hydrox products and 

Diversey products are distributed through the same or similar channels of distribution and are 

targeted at many of the same customers. 

ANSWER: Diversey denies the allegations of paragraph 28 of the Complaint. 
 

29. Consumers are, therefore, likely to believe that Defendant’s products that bear the 

Hydrox Trademark, including the identified cleaner that contains hydrogen peroxide, are 

associated with Plaintiff, when that is not the case.  Such confusion is likely to damage Hydrox’s 

ability to interact with potential customers and achieve sales of actual Hydrox products and 

consequently, reduce Hydrox’s ability to sell its products. 

ANSWER: Diversey denies the allegations of paragraph 29 of the Complaint. 
 
30. Further, Defendant’s unauthorized use of the Hydrox Trademark places beyond 

Hydrox’s control the quality of products bearing their trademark.  Any consumer dissatisfaction 

with the infringing product is, therefore, likely to damage Hydrox’s reputation and good will in 

the marketplace. 

ANSWER: Diversey denies the allegations of paragraph 30 of the Complaint. 
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31. Defendant’s aforesaid conduct is causing immediate and irreparable injury to 

Hydrox and to its goodwill, reputation, and ability to profit from the sale of its products, and will 

continue both to damage Hydrox and to deceive the public unless enjoined by this Court.  

Hydrox has no adequate remedy at law. 

ANSWER: Diversey denies the allegations of paragraph 31 of the Complaint. 
 

Count I 

32. Hydrox adopts and realleges the allegations set forth in paragraphs 1-27 as though 

fully set forth herein. 

ANSWER: Answering paragraph 32 of the Complaint, Diversey adopts and 
restates the answers above. 
 

33. Defendant’s distribution, marketing, promotion, offering for sale, and sale of 

goods that bear the Hydrox Trademark is likely to cause confusion, mistake, or deception as to 

the source, affiliation, sponsorship, or authenticity of Defendant’s goods.  Diversey has literally 

stolen Hydrox’s name.  As a result of Defendant’s unauthorized use of trademarks that are 

identical to and/or confusingly similar to the Hydrox federally registered mark, the public is 

likely to believe that Defendant’s goods have been manufactured, approved by, or are affiliated 

with Hydrox.  Consequently, Defendants’ illegal conduct limits Hydrox’s ability to gain revenue 

through the sale of products bearing the Hydrox’s own registered trademark. 

ANSWER: Diversey denies the allegations of paragraph 33 of the Complaint. 
 

34. Defendant’s unauthorized use of the Hydrox Trademark falsely represents 

Defendant’s products as emanating from, or being authorized by, Hydrox and places beyond 

Hydrox’s control the quality of products bearing the Hydrox Trademark.  It also placed beyond 

Hydrox’s control the overall message associated with the Hydrox Trademark and products 

bearing the Hydrox Trademark. 
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ANSWER: Diversey denies the allegations of paragraph 34 of the Complaint. 
 

35. Defendant knows of and has recognized Hydrox’s ownership of the Hydrox 

Trademark.  In fact, Defendant has offered to purchase or license the mark.  Defendant’s 

infringement of the Hydrox Trademark is willful, intended to reap the benefit of the goodwill of 

Hydrox, and violates Section 32(1) of the Lanham Act, 15 U.S.C. § 1114(1). 

ANSWER: Diversey denies the allegations of paragraph 35 of the Complaint, 
except admits that Diversey came to know of Plaintiff’s ownership of a registration of the 
mark HYDROX and that Diversey offered to take a license under that registration. 

 
36. As a result of Defendant’s wrongful conduct, Hydrox has suffered, and will 

continue to suffer, substantial damages.  Under 15 U.S.C. § 1117(a), Hydrox is entitled to 

recover damages, which include any and all profits Defendant made as a result of their wrongful 

conduct. 

ANSWER: Diversey denies the allegations of paragraph 36 of the Complaint. 
 

37. In addition, because Defendant’s infringement of the Hydrox Trademark was 

willful within the meaning of the Lanham Act, the award of actual damages and profits should be 

trebled pursuant to 15 U.S.C. § 1117(b). In the alternative, Hydrox is entitled to statutory 

damages for each counterfeit mark, under 15 U.S.C. § 1117(c). 

ANSWER: Diversey denies the allegations of paragraph 37 of the Complaint. 
 

38. Hydrox is also entitled to injunctive relief pursuant to 15 U.S.C. § 1116(a).  

Hydrox has no adequate remedy at law for Defendant’s wrongful conduct because, among other 

things, (a) Hydrox’s trademark is unique and valuable property the damage to which would be 

irreparable, (b) Defendant’s infringement constitutes harm to Hydrox such that Hydrox could not 

be made whole by any monetary award, (c) if Defendant’s wrongful conduct is allowed to 

continue, the public is likely to become further confused, mistaken, or deceived as to the source, 
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origin, or authenticity of the infringing materials, and (d) Defendant’s wrongful conduct, and the 

resulting damage to Hydrox, is continuing. 

ANSWER: Diversey denies the allegations of paragraph 38 of the Complaint. 
 

39. Hydrox is also entitled to an order compelling the impounding of all infringing 

materials being used, offered, marketed, or distributed by Defendant, and to trebled damages, 

because Defendant’s violations consist of the use of counterfeit trademarks pursuant to 15 U.S.C 

§ 1116(d). 

ANSWER: Diversey denies the allegations of paragraph 39 of the Complaint. 
 

40. Hydrox is also entitled to recover its attorneys’ fees and costs of suit pursuant to 

15 U.S.C § 1117. 

ANSWER: Diversey denies the allegations of paragraph 40 of the Complaint. 
 

Count II  

41. Hydrox repeats and re-alleges each and every allegation contained in the 

preceding paragraphs of this Complaint, and incorporates them herein by reference. 

ANSWER: Answering paragraph 41 of the Complaint, Diversey adopts and 
restates the answers above. 

 
42. Defendant’s distribution, marketing, promotion, offering for sale, and sale of 

goods bearing the Hydrox Trademark constitutes false designations of origin and false 

descriptions or representations that Defendant’s products originate from or are authorized by 

Hydrox, when, in fact, they are not.  Such conduct limits Hydrox’s ability to interact with 

potential customers and achieve the sale of products bearing the Hydrox Trademark  

ANSWER: Diversey denies the allegations of paragraph 42 of the Complaint. 
 

43. As a result of Defendant’s unauthorized use of the Hydrox Trademark and/or 

marks that are confusingly similar to the Hydrox Trademark, the public is likely to be misled and 
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confused as to the source, sponsorship, or affiliation of Defendant’s retail products that bear the 

Hydrox name. 

ANSWER: Diversey denies the allegations of paragraph 43 of the Complaint. 
 

44. Defendant’s conduct is willful and represents a deliberate attempt by Defendant to 

take a free ride off of Hydrox’s goodwill in violation of Section 43(a)(l)(A) of the Lanham Act, 

15 U.S.C. § 1125(a)(l)(A). 

ANSWER: Diversey denies the allegations of paragraph 44 of the Complaint. 
 

45. Defendant’s wrongful conduct is likely to continue unless restrained and enjoined. 

ANSWER: Diversey denies the allegations of paragraph 45 of the Complaint. 
 

46. As a result of Defendant’s wrongful conduct, Hydrox has suffered and will 

continue to suffer damages.  Hydrox is entitled to injunctive relief and to an order compelling the 

impounding of all imitation trademarks being used, offered, advertised, marketed, installed, or 

distributed by Defendant.  Hydrox has no adequate remedy at law for Defendant’s wrongful 

conduct because, among other things, (a) Hydrox’s trademarks are unique and valuable property 

which have no readily-determinable market value; (b) Defendant’s infringement constitutes harm 

to Hydrox such that Hydrox could not be made whole by any monetary award; (c) if Defendant’s 

wrongful conduct is allowed to continue, the public is likely to become further confused, 

mistaken, or deceived as to the source, origin, or authenticity of the infringing materials; and (d) 

Defendant’s wrongful conduct, and the resulting damage to Hydrox, is continuing. 

ANSWER: Diversey denies the allegations of paragraph 46 of the Complaint. 
 

Count III  

47. Hydrox repeats and re-alleges each and every allegation contained in the 

preceding paragraphs of this Complaint, and incorporates them herein by reference. 
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ANSWER: Answering paragraph 47 of the Complaint, Diversey adopts and 
restates the answers above. 
 

48. Hydrox has common law rights in the Hydrox Trademark based on its continuous 

use of the Hydrox Trademark on products it sells and distributes. 

ANSWER: Diversey is without knowledge or information sufficient to form a 
belief as to the truth of the allegations of paragraph 48 of the Complaint. 

 
49. Defendant’s unauthorized use of the Hydrox Trademark to promote, advertise, 

market, and/or sell its goods is likely to cause confusion, mistake, and deception of the public as 

to the identity and origin of Defendant’s goods, or as to a connection or affiliation with Hydrox, 

or permission from Hydrox, that does not exist, causing irreparable harm to Hydrox for which 

there is no adequate remedy at law.  Defendant’s conduct thus constitutes common law 

trademark infringement. 

ANSWER: Diversey denies the allegations of paragraph 49 of the Complaint. 
 

50. Despite their actual and constructive knowledge of Hydrox’s ownership and prior 

use of the Hydrox Trademark, Defendant has continued to use the Hydrox Trademark without 

Hydrox’s authorization or consent.  Defendant’s actions are deliberate and willful and have been 

done with the intention of trading upon the valuable goodwill built up by Hydrox in their Hydrox 

Trademark. 

ANSWER: Diversey denies the allegations of paragraph 50 of the Complaint. 
 

51. Hydrox has sustained injury, damage, and loss based on Defendant’s actions. 

ANSWER: Diversey denies the allegations of paragraph 51 of the Complaint. 
 

Count IV  

52. Hydrox repeats and re-alleges each and every allegation contained in the 

preceding paragraphs of this Complaint, and incorporates them herein by reference. 
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ANSWER: Answering paragraph 52 of the Complaint, Diversey adopts and 
restates the answers above.  

 
53. Defendant’s distribution, marketing, promotion, offering for sale, and sale of 

goods bearing the Hydrox Trademark constitutes false designations of origin and false 

descriptions or representations that Defendant’s products originate from, or are offered, 

sponsored, authorized, licensed by, or otherwise somehow connected with Hydrox, when, in fact, 

they are not.  As a result of Defendant’s conduct, the public is likely to believe that Defendant’s 

goods or services have originated from and/or have been approved by Hydrox. 

ANSWER: Diversey denies the allegations of paragraph 53 of the Complaint. 
 

54. Defendant’s unauthorized use of the Hydrox Trademark falsely represents that 

Defendant’s goods emanate from or are authorized by Hydrox and places beyond Hydrox’s 

control the quality of such products, and the message that is associated with such products. 

ANSWER: Diversey denies the allegations of paragraph 54 of the Complaint. 
 

55. Defendant’s conduct is willful, intended to reap the benefit of the goodwill 

associated with the Hydrox Trademark, has caused and continues to cause damage and injury to 

Hydrox, and constitutes common law unfair competition. 

ANSWER: Diversey denies the allegations of paragraph 55 of the Complaint. 
 

AFFIRMATIVE DEFENSE  

 Plaintiffs’ claims are barred, in whole or in part, by the doctrines of laches, acquiescence 

and/or estoppel. Diversey manufactured and sold in the marketplace the general purpose cleaner 

in question under the HYDROX label at least more than three years prior to the Complaint in this 

action, and thereafter into 2011, and owned a federal registration and federal applications for that 

mark in the late 2000s.  Yet Plaintiff made no objection until the filing of this suit, long after 

Diversey had ceased manufacture of the product under the HYDROX label.  Diversey has been 
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prejudiced by Plaintiff’s delay.  Cf. 815 ILCS 505/10a(e) (analogous Illinois statute of 

limitations).        

WHEREFORE , Diversey respectfully prays that the Court enter a judgment: 

 (a) Dismissing Plaintiff’s claims against Diversey with prejudice and on the 

merits; 

 (b) Awarding Diversey its costs of suit herein; 

 (c) Awarding Diversey such attorneys’ fees as may be allowed by applicable 

law; and 

 
 (d) Awarding Diversey such other relief as the Court may deem just and 

equitable under the circumstances. 

Dated:  November 25, 2013 Respectfully submitted, 

By: s/ Colby A. Kingsbury 
 
James R. Steffen (No. 204717) 
FAEGRE BAKER DANIELS LLP 
2200 Wells Fargo Center 
90 South 7th Street 
Minneapolis, MN  55402-3901 
Telephone:  (612) 766 7000 
Facsimile:  (612) 766 1600 
James.Steffen@FaegreBD.com 
 
Colby A. Kingsbury (No. 6272842) 
FAEGRE BAKER DANIELS LLP 
311 South Wacker Drive, Suite 4400 
Chicago, Illinois  60606 
Telephone:  (312) 212-6500 
Facsimile:  (312) 212-6501 
Colby.Kingsbury@FaegreBD.com 
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CERTIFICATE OF SERVICE  

I, Colby A. Kingsbury, an attorney, certify that I shall cause to be served a copy of the 

CORRECTED ANSWER upon the following individual(s) electronically via the Case 

Management/Electronic Case Filing System (“ECF”) as indicated, this 25th day of November, 

2013. 

  X   CM/ECF 
___ Facsimile 
___ Federal Express 
___ Mail 
___ Messenger 

Counsel for Plaintiff Hydrox Chemical Company, Inc. 
 
Peter S. Stamatis 
Law Offices of Peter S. Stamatis, PC 
77 W. Wacker Drive, Suite #4800 
Chicago, IL  60601 
(312) 606-0045 
Peter@StamatisLegal.com 
 
Steven S. Shonder 
Law Offices of Steven S. Shonder, P.C. 
233 South Wacker Drive 
Suite 2100 
Chicago, Illinois  60606 
(312) 612-5191 
Steve@ShonderLegal.com 
 

 

s/ Colby A. Kingsbury 
 
 
 
 

dms.us.53210967.01 



CERTIFICATE OF SERVICE 

 

The undersigned states under oath that on this 29th day of September, 2014, she 

served the above Motion to Suspend Proceedings in View of Pending Civil Action 

Pursuant to Trademark Rule 510(a) to James R. Steffen, Faegre Baker Daniels LLP, 2200 

Wells Fargo Center at 90 South Seventh Street, Minneapolis, MN  55402-3901, by 

depositing same in the U.S. Post box at 77 West Wacker Drive, Chicago, IL  60601, 

postage prepaid, before 5 pm. 

 

 

       ______________________________ 

          Laura J. K. Paulus 

        Legal Assistant 

 

 

 

 

 

 

 

 

 

 

Law Offices of Peter S. Stamatis 

77 West Wacker Drive 

Suite 4800 

Chicago, Illinois 60601 

T: 312 606 8689 

F: 312 606 0085   
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